Electronically Recording a Patent Assignment in the USPTO
By Rick Neifeld, Neifeld IP Law, PC

1. Introduction

Generally speaking, patent assignments should be recorded in the USPTO's Assignment
Recordation Branch (ARB). While no law requires patent assignments to be recorded, failure to
record an assignment may have various adverse consequences. These consequences include loss
of ownership; loss of entitlement to priority under the Paris convention; and inability to take
action in the USPTO.

The Assignment Recordation Branch (ARB) can be contacted via telephone at:
571-272-3350 and responds to email inquiries sent to EPAS@uspto.gov. However, prior to
contacting ARB, you should review their FAQs at:
https://www.uspto.gov/learning-and-resources/transferring-ownership-assignments-fags.

Recording an assignment is relatively easy, but it helps to see in advance specifically
how to do that. Therefore, this article provides step-by-step description along with a graphical
display of the screens provided by the USPTO's assignment recordation request filing system.




II. Filing a Request to Record a Patent Assignment

1. The Electronic Patent Assignment System (EPAS), home page, is at: https://epas.uspto.gov/
However, you can skip to the Guidelines page, https://epas.uspto.gov/epas/guidelines.jsp to start
data entry. Assuming you do not have a stored a EPAS template and that you are submitting only
one assignment, click "Start":
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2. Note the various types of conveyances that can be recorded. Specify the type of
conveyance (here, assignment) and click "Next Screen".
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Enter the Correspondence Information. This is your contact information for receiving
communications from the ARB. (Upon filing the request for recording, you will
promptly receive an email confirmation of filing. Expect to receive another email in no
more than a few days containing the assignment recordation information.) Click "Next
Screen".
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Enter name and execution dates for the parties assigning the patent property (assignors).
When you have entered the last of the entities, click "Add and Go To The Next Screen."
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5. Enter name and execution dates for the parties receiving ownership of the patent property
(assignees). When you have entered the data for the last of these entities, click "Add and Go To

The Next Screen."
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6.

Enter the identification of the patent property by application number, patent number, PCT
number, or International registration number, and click"Add and Go to The Next Screen."
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7. Attach an image copy of the assignment in TIFF or PDF format, 8.5 inch by 11 inch page
size, portrait orientation, and black and white, with at dpi of at least 300, and click attach file.
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8. Review the images, and click "Next Screen."
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0. Review your entered data, sign by typing your name between forward slashes ("/") in the
"Signature" field and print your name in the "Name" field. If the assignment is combined
with inventor oath or declaration, check the appropriate box, and click "Next Screen."
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10. Enter the attorney docket number, if one exists, check the "By checking this box...",

click "Submit."
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11. Step 10 effects filing your request to record the assignment and the assignment.
However, if, you want to make an xml template storing some of your entered information,
instead of clicking the "Submit" button, click "Advanced Options" and then click "Customize
Template".
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Selecting the "Save Submission’ Button Below 3a8ves the submisason to 8 USPTO server fior fulure sccess by
filer. The URL link to access the submission will be displayed on the sereen when the seve submission bution
= selectad and will also be sent in an emal fo the following e-mail address:

general@neifeld. com

(prowvided on the Comespondence Information Screen).

The seved submission will be maintsined on the USPTO server for 4 deys. The saved submission may be
sccessad (via the URL) and finslized from any computer. Once the Confirmation of Receipt is generaled. the
filkng process is considerad complate and tha préviously saved submisson s no longer svailabla.

Mote: The operston "Save Submission” does not finalize the assignment submission with the USPTO. To
finalize the subnrssaon. use the "Submt’ button on the Validation screen

Customize Template

Selecting the 'Cusiomize Template' buton allows the selection of screen dats and the dats content in the
screen from the current submission to be reused in future submissions. Selecton of dats elements and dats
to be stored in the template will be presented on the screen after selecting the "Customize Template’ bution.

Customize Template

Back
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12.  Then select your template options and click "Download XML Template."

Electronic Patent Assignment System
Patent Azsignment Recordation Form
Mavigation: Guidelines - Conveyance Type - Comespondence - Conveyor - Receiver - Property - e
Aftachments - Sign - Validate - Advanced - Template .

Customize Template

Select the parts of the submission to include in the customized template and select the ‘Download
XML Template' button to download and save template file to your workstation. After saving and/or to
return to the current submission you may select the ‘Return to Validation Page’ button.

To use the template in a future submission, select the 'START FROM TEMPLATE' button shown on
the guidelines page .

general@neifeld.com

NEIFELD IP LAW. PC

5400 SHAWNEE ROAD

SUITE 310

ALEXANDRIA, VIRGINIA, 22312
general @neifeld.com
Fax:(703)415-0013
Phone:7034150012

JOHN DOE

[] Conveying party Individual

Executed Date: 12/06/2016
NEIFELD IP LAW. PC

Company

[ Receiving party 5400 SHAWNEE ROAD

SUITE 310

ALEXANDRIA, VIRGINTA, 22312

[ Property [Patent #:9000000

[] Corréspondence

Download XML Template Return to Validation Page | | Back |

You can then return to your assignment filing and click the "Submit" button.

ran
Y:\Library\LAW\FirmPublicationsAndPresentationsAndLectureMaterials\RickNeifeld\articles\E
lectronically Recording a Patent Assignment.wpd
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